
IPR Amicus

Indian Supreme 
Court deters forum 
shopping in favour of 
the Delhi High Court
 
by
Adarsh Ramanujan / Dr. Sheetal Vohra / R. Parthasarathy

Special edition
confidential  * limited circulatn only *

exceeding expectations
Since 1985



 

© 2015-16  Lakshmikumaran & Sridharan, india. all rights reserved.

The Tree of Knowledge
Knowledge initiatives at l&S are nurtured by a constant stream of analysis 
and opinion pieces by our consultants and their practice experiences. the 
‘tree of Knowledge’ is a part of our wisdom initiative gleaned from the best 
of the organisation’s learning, shared through the year.

Introduction

The Background

Section 62 of the Copyright Act

Section 134 of the Trade Marks Act

What did the indian Supreme court actually rule?

can jurisdiction under the special rule be established through 
presence of an accessible Website?

What this implies for enforcement in the e-commerce space?

conclusion – the real implications

3

4

4 
 
5

6

7

8

9

Adarsh Ramanujan
Director, L&S Sarl,
Geneva
E-mail : adarsh.r@lakshmisri.com

Dr. Sheetal Vohra 
Partner & Head Trademarks Division,
New Delhi
E-mail : sheetal.vohra@lakshmisri.com

R. Parthasarathy 
Principal Partner & Country Head,
Chennai
E-mail : partha@lakshmisri.com



IPR Amicus Special Edition  |  3

those who are familiar with ip enforcement in india, 
would generally be aware that the delhi High court 
is preferred for ip enforcement. one of the major 
factors contributing to this is, of course, the number 
of ip enforcement cases filed before the delhi High 
court in india and more so, in the case of trademark 
(tm) and copyright (©) enforcement disputes. more 
number of tm and © enforcement disputes are gen-
erally filed before the delhi High court than perhaps, 
any other High court or district court within india. 
the delhi High court is reasonably well-known in view 
of its swift (relatively) docketing and its one day ex 
parte injunctions for alleged infringement.

in the context of tm and © enforcement, this was 
enabled in view of a special rule of jurisdiction created 
within the respective legislations. on July 1, 2015, the 
Supreme court of india in the case of Indian Perform-
ing Rights Society Ltd. v. Sanjay Dalia & Anr.1 issued a 
judgment that would fundamentally change this litiga-
tion strategy in india, by limiting the circumstances in 
which one may seek an enforcement proceeding in 
delhi. 

1

1 Indian Performing Rights Society Ltd. v. Sanjay Dalia & Anr., 1st July 2015 (Supreme court of india, civil appeal 
nos. 10643-10644 of 2010).

introduction
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The appeal decided by the Supreme Court of India started as an IP enforcement 
action before the Delhi High Court. The enforcement action was initiated by 
companies / organisations who were head-quartered in Mumbai in the State 
of Maharashtra (the western part of India), having ‘branch’ offices in Delhi. The 
alleged infringers in both cases questioned the jurisdiction of the Delhi High 
Court to hear the matter and the Delhi High Court effectively agreed with the 
defendant, dismissing the enforcement action for lack of territorial jurisdiction. The 
issue was taken upon on appeal.

At the heart of the dispute is Section 62 of the Copyright Act, 1957 and Section 
134(2) of the Trade Marks Act, 1999, which read as follows:

“62. Jurisdiction of court over matters arising under this 
chapter. –

1) Every suit or other civil proceeding arising under this Chapter in respect 
of the infringement of copyright in any work or the infringement of any 
other right conferred by this Act shall be instituted in the district court 
having jurisdiction. 

2) For the purpose of sub-section (1), a “district court having jurisdiction” 
shall, notwithstanding anything contained in the Code of Civil Procedure, 
1908 (5 of 1908), or any other law for the time being in force, include a 
district court within the local limits of whose jurisdiction, at the time of the 
institution of the suit or other proceeding, the person instituting the suit or 
other proceeding or, where there are more than one such persons, any of 
them actually and voluntarily resides or carries on business or personally 
works for gain”

tHe BacKground

Section 62 of tHe copyrigHt 
act
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Section 134 of tHe trade 
marKS act

“134. Suit for infringement, etc., to be instituted before 
district court. – 

1) No suit— 

a) for the infringement of a registered trade mark; or
b) relating to any right in a registered trade mark; or
c) for passing off arising out of the use by the defendant

of any trade mark which is identical with or deceptively similar to the plaintiff’s 
trade mark, whether registered or unregistered, shall be instituted in any court 
inferior to a District Court having jurisdiction to try the suit.

2) For the purpose of clauses (a) and (b) of sub-section (1), a “District Court 
having jurisdiction” shall, notwithstanding anything contained in the Code 
of Civil Procedure, 1908 (5 of 1908) or any other law for the time being in 
force, include a District Court within the local limits of whose jurisdiction, 
at the time of the institution of the suit or other proceeding, the person 
instituting the suit or proceeding, or, where there are more than one such 
persons any of them, actually and voluntarily resides or carries on business 
or personally works for gain. 

Explanation.--For the purposes of sub-section (2), “person” includes the 
registered proprietor and the registered user.”

Sub-paragraph (2) of both the above provisions creates a deeming fiction confer-
ring jurisdiction on a court where the plaintiff “actually and voluntarily resides or 
carries on business or personally works for gain”. The deeming fiction is required in 
this case because under normal rules of jurisdiction prescribed in the Code of Civil 
Procedure, the rule of thumb is to initiate where the whole or part of the cause of 
action has arisen or where the alleged infringers resides / works for gain. 
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After reading through the history of legal provisions in question, the Supreme 
Court of India observed that the above special rules were enacted in the Trade 
Marks Act and the Copyright Act, for the sake of convenience of the Plaintiff as 
opposed to causing inconvenience to the Defendants. The point to be noted is 
that in many cases, the defendant may be residing elsewhere from the Plaintiff’s 
place of residence / business and in other cases, the cause of action (act of in-
fringement) may be occurring entirely in a third jurisdiction within India. The Court, 
after looking at the history of the provision, emphasized that but for this special 
rule, authors / right holders may find it difficult to enforce their IP rights in such 
cases in areas other than where they ordinarily reside / work for gain / carry on 
business, due to financial constraints.

On the other hand, IP holders who may not necessarily suffer from such 
constraints may have offices / branches in several locations within India and 
choosing one location over another under the guise of the special rule does not 
serve the above mentioned objective. The Court noted that in situations like these, 
suing the defendants in jurisdictions other than the Defendants’ location and / or 
where the cause of action took place (infringing act) merely because the Plaintiff 
had a branch / office in that jurisdiction, may only result in inconveniencing the 
Defendants without necessarily catering to the objective.

Based on a careful analysis of the legislative history and the general rule of 
jurisdiction under India’s Code of Civil Procedure, the Supreme Court of India’s 
ruling in this case can be summarized as below:

1) a tm and © enforcement suit can be filed in the jurisdiction where the HQ 
of the plaintiff is located. 

2) a tm and © enforcement suit cannot be filed at a place merely because a 
plaintiff has a subordinate office (or branch office) in that jurisdiction. this 
rule has  three exceptions: 

a) A TM and © enforcement suit can be filed at a place where the Plaintiff 
has a subordinate office (or branch office) if there is proof that the whole 
or part of the cause of action arose in that jurisdiction (infringing act). 

b) A TM and © enforcement suit can be filed at a place where the Plaintiff 
has a subordinate office (or branch office) if the Defendant resides / the 
Defendant’s Principal Office is in that jurisdiction. 

c) A TM and © enforcement suit can be filed at a place where the Plaintiff 
has a subordinate office (or branch office) if the Defendant’s subordinate 
(or branch) office is located in that jurisdiction and if there is proof 
that the whole or part of the cause of action arose in that jurisdiction 
(infringing act). 

WHat did tHe indian Supreme 
court actually rule?
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This specific issue was not before the Courts in this case, though a year before 
the Supreme Court’s decision in this case, the Delhi High Court in World Wrestling 
Entertainment v. Reshma Collection2 had ruled that a Plaintiff may be establish 
that through the presence of a website, it maintained a ‘virtual’ shop within the ju-
risdiction of the forum court, for the sale of its goods and services. The Delhi High 
Court was confronted with a Plaintiff from the United States, a Defendant located 
in Mumbai, but a suit filed in Delhi.  The Delhi High Court had reached this decision 
by holding that the presence of a ‘physical’ shop for sale of its goods and services 
may suffice (subject to specific facts) for the Plaintiff to show it ‘carries on busi-
ness’ in the forum state, and that ‘virtual’ shops arising through websites cannot 
be put at a different footing. The High Court believed that where customers from 
within that forum state intend to purchase something from the website, by plac-
ing an order on the website within that forum state and initiating the transfer of 
payment from within that forum state, arguably, the Plaintiff ‘carries on business’ in 
that forum state “to a certain extent”.3 

The High Court neither clarified to what “extent” the Plaintiff was carrying on 
business in that case, not decided whether this “extent” was sufficient to fulfil the 
jurisdictional requirement. Nonetheless, it is important to note that while allow-
ing the suit to still proceed in Delhi in the above case, the High Court nonetheless 
made it clear that a defendant may still question jurisdiction “in facts”.4 Presumably, 
the Court was referring to the fact that as per an earlier Supreme Court decision 
in Dhodha House v. S.K. Maingi, the mere fact that a corporation’s “goods are 
being sold at a place would thus evidently not mean that it carries a business at 
that place”5 and instead an “essential part” of the business must be take place in 
that jurisdiction. This can only be proved or rebutted on facts / actual evidence.        

In its latest decision in Indian Performing Rights Society Ltd. v. Sanjay Dalia & 
Anr., the Supreme Court did not have the occasion to consider the implications of 
its decision on the World Wrestling Entertainment case. It would be interesting to 
keep watch on future decisions on this issue, especially whether the judgment in 
World Wrestling Federation will be maintained or modified in any manner by the 
Supreme Court’s verdict.  

can JuriSdiction under tHe 
Special rule Be eStaBliSHed 
tHrougH preSence of an 
acceSSiBle WeBSite?

1

2 i5 october 2014 (delhi High court, fao (oS) 506/2013). 
3 ibid. para. 21.
4 ibid. para. 22. 
5 Dhodha House v. S.K. Maingi, 2006 (9) Scc 41, para. 47.
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Technically, the decision itself does not directly deal with infringement in the digital 
and e-commerce space, such as domain name related enforcement, sale of goods 
and services over internet, broadcasting of protected content etc.

Of course, the decision does not impact the original rule under the Code of Civil 
Procedure when it comes to jurisdiction – Defendants’ place of residence etc. 
or where the cause of action arises. In the context of the internet, before this 
Supreme Court decision, there have been a few decisions relating to this aspect. To 
briefly summarize, where infringement arises through a Defendant’s website, such 
as by way of a domain name or use of infringing design / logo, the Plaintiff can 
show territorial jurisdiction of a forum, by proving that the defendant ‘purpose-
fully availed’ itself of the jurisdiction of the forum court.6 This is very similar to the 
development of the ‘minimum contacts’ theory in the United States. For instance, 
a Plaintiff in India can prove this requirement by establishing that the defendant’s 
acts show an intent to conclude a commercial transaction with website users in 
that jurisdiction and that the specific targeting of the forum state by the defend-
ant resulted in an injury or harm to the plaintiff within the forum state.

WHat tHiS implieS for 
enforcement in tHe 
e-commerce Space?

1

6 Banyan Tree Holding (P) Limited v. A. Murali Krishna Reddy, 23 november 2009 (High court of delhi, cS (oS) 
894/2008).
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The present state of affairs in terms of seeking enforcement actions in Delhi 
by simply ensuring the presence of a subordinate office in Delhi will have to 
come to a halt. Of course, the outcome of this decision is not a substantive 
detriment to the enforcement scenario in India. Rather, this decision may 
effectively ‘decentralize’ TM and © enforcement, so to speak. Plaintiffs may 
now have to initiate enforcement actions in the jurisdiction of their respec-
tive HQs and one would expect more number of litigations being initiated 
in jurisdictions other than Delhi. Whether Delhi or not, being able to initiate 
enforcement action at the site of the HQ still remains a convenient option. 

Plaintiffs will now to have evaluate jurisdiction as an important factor in for-
mulating their litigation strategies rather than simply assuming the possibility 
of a suit in the Delhi High Court. In this context, the following quote from the 
Supreme Court’s judgment may be of interest:7

It was also submitted that as the bulk of litigation of 
such a nature is filed at Delhi and lawyers available at 
Delhi are having expertise in the matter, as such it would 
be convenient to the parties to contest the suit at Delhi. 
Such aspects are irrelevant for deciding the territorial 
jurisdiction. It is not the convenience of the lawyers or 
their expertise which makes out the territorial jurisdiction. 
Thus, the submission is unhesitatingly rejected.

In other words, the decision may actually affect the legal services market 
inasmuch as potential Plaintiffs would likely favour counsels with a local 
presence at the site of their HQ. Litigants who are looking at a single-window 
pan-India type enforcement action may have to consider this to be an 
important factor in their strategy matrix.

1

7 Indian Performing Rights Society Ltd. v. Sanjay Dalia & Anr., 1st July 2015 (Supreme court of india, 
civil appeal nos. 10643-10644 of 2010), para. 45.

concluSion – tHe real 
implicationS
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